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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tiie invention, and of ttie manner and process of 
making and using it. in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-3 and 5-18 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s). at the time the application was filed, 
had possession of the claimed invention. 

The limitations of 350 microns to about 2380 microns and the pressure 
differential of above about 60 psi is not supported by the specification as originally filed. 
Paragraph 20 teaches a particle size in the range of about 400 to about 8 mesh. 
Paragraph 23 of the specification teaches a pressure differential below about 2000 psi. 
Paragraph 21 teaches a pressure differential In the range of 1500 psi to 10,000 psi. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particulariy pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1 and 60 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 60 are indefinite because of the phrase "allowing at least a portion 
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of at least one of the degradable particles to degrade". Specifically, the phrase is 
indefinite because it is unclear when the degradation is occurring. Does the particle 
degrade before, during or after the cleaning step. Claim 1 is indefinite because it is 
unclear what one of ordinary skill in the art would consider as a pressure differential". 
What is the differential? What two elements are being compared to form a difference in 
pressure? Does the pressure differential refer to the pressure difference at the inlet and 
outlet of a blast nozzle? 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-3 and 6-14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Roelofs et al. (5993562). 

Roelofs teaches a method of cleaning the interior surfaces of a fluid delivery 
system by blasting with an abrasive particle in a liquid carrier. In col. 6, lines 1-65, 
Roelofs teaches particle sizes ranging from 5 to 500 microns. In reference to claim 1, 
col. 5, lines 10-1 1 teaches an inlet pressure of 70 psi. In reference to claims 2-3, refer 
to col. 6, lines 53-55. In reference to claims 6-7 and 10-13, refer to col. 6, lines 30-39 
which teach abrasive particles comprising starch, boric acid, calcium borate, zinc 
borate, and sodium bicarbonate. In reference to claims 8-9, refer to co. 6, lines 53-67. 
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In reference to claim 14, the limitations are inherently met since Roelofs teaches the 
claimed particle size. 

7. Claims 1-3, 6-8, 10-15, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yam (5827114). 

Yam teaches a method of cleaning a surface comprising jetting against a surface 
a cleaning fluid comprising a liquid base fluid with degradable particles having a particle 
size within the range of 10-10,000 microns, and a pressure of below 500 psi (abstract, 
col. 5, lines 35-40). In reference to allowing the particles to degrade, col. 9, lines 46-55 
teaches that after contact with the substrate, the abrasive particles are broken down 
and have a smaller diameter. Re claim 2, refer to col. 6, lines 49-50. Re claim 3, refer 
to col. 1 , lines 27-28 teaches water. Re claim 6, Yam teaches metal salts. Re claim 7, 
refer to col. 11, lines 15-17. Re claim 8, refer to col. 6, lines 1-55. Re claim 10-13, refer 
to col. 5, lines 65-68. Re claim 14, refer to col. 5, lines 33-40. Re claim 15, refer to col. 

8, lines 59-60. Re claim 17, refer to col. 11, lines 19-20. 

Claim Rejections • 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 
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9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present In the application indicating 
obviousness or nonobviousness. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

11. Claims 1-3, 6, 14-15, 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yam (5512071). 

Yam teaches a method of stripping contaminants from a solid surface comprising 
blasting the surface with water soluble abrasive particles having a particle size between 
1 0-1 000 microns at a pressure of from 1 0-1 OOpsi. Yam fails to specifically teach the 
particles degrading. However, one would have reasonably expected the particles to 
degrade since the abrasive particles are water soluble and are disposed in a water 
stream. Re claims 2-3, col. 3, lines 20-21. Re claim 6, col. 3, lines 32-85. Re claim 14, 
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col. 3, lines 10-15. Re claim 15, col. 6, lines 60-61. Re claim 17, col. 5, lines 34-35. Re 
claim 18, col. 6, lines 59-60. 

12. Claims 1-3. 5 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsumoto (457396) in view of Yam et al. (58271 14). 

Matsumoto teaches a method of wet blasting a surface with blasting media in 
order to clean the surface. In col. 3, lines 5-10, Matsumoto teaches blasting media 
comprising particles having a diameters of less than 0.5mm, which is equivalent to 500 
microns. In col. 6, lines 20-25, Matsumoto teaches jetting the blasting media with water 
and compressed air against the object to be cleaned. 

Matsumoto fails to teach the limitations of directing a jet at a pressure differential 
of about 60 psi. Yam teaches wet blasting at liquid pressures of less than 500 psi in 
order to effectively remove contaminants. It would have been within the level of the 
skilled artisan to include a pressurized stream, as taught by Yam, for purposes of 
blasting the surface in order to enhance the removal of contaminants from the substrate 
surface. In reference to the particle degrading, one would reasonably expect the 
particles to degrade since Matsumoto teaches the same polymeric particle 
(polycarbonate and polyester), as the instantly claimed invention. Matsumoto teaches 
the genus polycarbonate and polyester as the claimed invention. Matsumoto teaches 
the genus polycarbonate and polyester, which would include aliphatic polycarbonate 
and aliphatic polyester. Therefore, one would reasonably expect the particles of 
Matsumoto to be capable of degradation as well. In reference to claims 2-3, refer to col. 
6, lines 20-25. In reference to claim 5, refer to col. 4, lines 27-29. In reference to claim 
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14, the limitations are met since IVIatsumoto teaches a particle size of less than 500 
microns. 

13. Claims 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yam (58271 14) in view of Yam et al. (5865902). 

Yam teaches the blast nozzle 20 at an angle to blast the substrate surface. Yam 
falls to teach the angles recited in claim 16. Yam teaches a method of cleaning 
contaminants from a substrate. Col. 5, lines 45-60 teaches positioning the blast nozzle 
at an angle of about 30 degrees for purposes of effectively removing contaminants from 
the substrate surface. It would have been within the level of the skilled artisan to have 
modified the method of Yam to include positioning the blast nozzle at an angle of about 
30 degrees, as taught by Yam, for purposes of effectively removing contaminants from 
the substrate surface. Yam '1 14 fails to teach the amount of degradable particles. Col. 
5, lines 30-35 of Yam '902 teaches 1-10 lbs of media. It would have been within the 
level of the skilled artisan to have adjusted the amount of abrasive particles in solution, 
depending on the type of surface to be cleaned and the amount of contaminants 
present on the substrate surface. 

14. Claim 1 7 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Roelofs 
et al. (5993562) in view of Houghton (EP0510762). 

Roelofs fails to teach the limitations of claim 17. Houghton teaches a cleaning 
composition comprising abrasive particles, such as perborate compounds. On page 8, 
lines 50-65, Houghton teaches that the cleaning compositions include conventional 
adjuvants such as corrosion inhibitors. It would have been obvious to a person of 



Application/Control Number: 10/783,207 Page 8 

Art Unit: 1746 

ordinary skill in the art to modify the method of Roelofs to include adjuvants, such as 
corrosion inhibitors, as taught by Houghton, which are conventionally used in the 
cleaning compositions. 

15. Claims 60-62 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matsumoto (457396) . 

Matsumoto teaches a method of wet blasting a surface with blasting media in 
order to clean the surface. In col. 3. lines 5-10, Matsumoto teaches blasting media 
comprising particles having a diameters of less than 0.5mm, which is equivalent to 500 
microns. In col. 6, lines 20-25, Matsumoto teaches jetting the blasting media with water 
and compressed air against the object to be cleaned. 

In reference to the particle degrading, one would reasonably expect the particles 
to degrade since Matsumoto teaches the same polymeric particle (polycarbonate and 
polyester), as the instantly claimed invention. Matsumoto teaches the genus 
polycarbonate and polyester as the claimed invention. Matsumoto teaches the genus 
polycarbonate and polyester, which would include aliphatic polycarbonate and aliphatic 
polyester. Therefore, one would reasonably expect the particles of Matsumoto to be 
capable of degradation as well. In reference to claims 61-62, refer to col. 4, lines 25-29 
and col. 3, lines 3-5. 

Response to Arguments 

16. The rejection of the claims, under 112, first paragraph, new matter is maintained 
since the newly amended limitations of pressure and particle size are not supported by 
the specification as originally filed. On page 9 of applicant's response, applicant states 
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that a size of 400 mesh corresponds to 37 microns and a size of 8 mesh corresponds to 
2380 microns. The limitation of 350 microns are not supported by the originally filed 
specification. 

17. The rejection of the claims, as being anticipated by Matsumoto et al. is withdrawn 
in view of the newly amended claims. Applicant argues that Matsumoto fails to teach 
degradable particles. Applicant argues that Matsumoto teaches patent 3,31 3,067 which 
teaches aromatic polycarbonates. The examiner agrees that '067 teaches aromatic 
polycarbonates. However, there is not specific teaching that the polycarbonates, recited 
in Matsumoto are aromatic. Applicant has applied the teachings of '067 out of context. 
Matsumoto describes prior art in the background of the invention and refers to the '067 
patent. However, there Is no teaching that the polycarbonates which Matsumoto uses 
are only aromatic. Matsumoto teaches the genus polycarbonate and polyester, which 
would include aliphatic polycarbonate and aliphatic polyester. Therefore, one would 
reasonably expect the particles of Matsumoto to be capable of degradation as well. 
Therefore, the claims are unpatentable over Matsumoto et al. for the reasons recited 
above. 

18. The rejection of the claims as being anticipated by Yam is withdrawn in view of 
the newly amended claims. 

19. The rejections of the claims as being anticipated and unpatentable over Roelofs 
in view of the secondary references are maintained. Applicant argues that Roelofs fails 
to teach the pressure differential above about 60 psi. Applicant's arguments are 
unpersuaslve since Roelofs teaches an Inlet pressure of 70 psi. Additionally, the 



Application/Control Number: 10/783,207 Page 10 

Art Unit: 1746 

difference in pressure between the inlet and outlet pressures is 60 psi, which would 
read on the limitations of "above about 60 psi", since 59 psi would be considered "about 
60 psi". Additionally it is unclear what one would consider as the pressure differential, 
as described above. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Maasberg et al. teach blasting a solid surface. Kirschner et al. 
teach a blasting apparatus. Yam teaches a water soluble blast media. Bishop teaches 
carbon dioxide cleaning process. Lewellen teaches cryogenic polishing method. Lin et 
al. teach cleaning and refurbishing chamber components. Schweitzer teach cleaning of 
chamber components. West teaches cleaning chamber components. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sharidan Carrillo whose telephone number is 571-272- 
1297. The examiner can normally be reached on M-W 6:30-4:00pm, alternating 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr can be reached on 571-272-1414. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infomriation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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